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UNITED STATES CIRCUIT COURT OF APPEALS 


PrLtucu et al. v. EAGLE Wutre Leap Co. 





185 Fed. Rep.. 769.) 


Third Circuit, February 8, ror. 


; 1. MarKs Common To TRADI 

j \ trade-mark is the identifving mark of an article in the trade 
4 concerned. \ mark that, by common use in the trade, has lost its 
significance as an indication of a particular origin, has become publici 
: juris and is no longer capable of exclusive appropriation by any user. 

: 2. Loss or TrapE-MaArk RiGHtTs By ACQUIESCENCE. 


The owner of a trade-mark, who has acquiesced for several years 
in the use of the mark by others in the trade, and specifically in the 
i use thereof by one firm, under claim of right thereto as to a mafk 
common to the trade, has thereby lost any exclusive right he might 
have had therein. 
3. SIMILARITY OF LABELS 
Labels alike only in features that are common to the trade concerned, 
held not to conflict 


In error to the Circuit Court of the United States for the 
district of New Jersey. 
For opinion below, see 180 Fed. Rep., 579. 
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Clifton I”. Edwards (Julian S. Il’ooster, of counsel), for ap- 
pellants. 
Charles E. Riordon and II’. H. Singleton, for appellee. 


Before Gray, BUFFINGTON and LANNING, Circuit Judges. 


BUFFINGTON, Circu.t Judge. In the court below, the Eagle 
White Lead Company charged Pflugh & Co. with violations of 
its two trade-marks. The court, in an opinion reported at 180 
Fed., 579, sustained the two bills and ordered injunctions, but re- 
fused accountings; the two cases being treated in that court and 
this by stipulation as a s-ngle bill. From a decree granting in- 
junctions, Pflugh & Co. took this appeal. After argument and 
due consideration, we are of opinion these injunctions can not 
be sustained. The first trade-mark in question is No. 60,062, for 
pure white lead, registered January 29, 1907, for a pictorial eagle 
shown in a drawing as follows: (1) 


In his statement the grantee averred: 


“The trade-mark is displayed on the packages containing the goods 
by placing thereon a printed label on which the same is shown, or by 
printing, branding, or otherwise placing the trade-mark on the heads 
or sides of barrels or kegs containing the goods, or by displaying it in 
any manner desired.” 

~> 

The second trade-mark is No. 60,993, also for pure white 
lead, registered February 26, 1907, for the printed word shown 
in type as follows: (7) 


In his statement the grantee used the same statement quoted 


abov ae 


(2) 


EAGLE 
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The word and the pictorial eagle were used in complainant's 
label, and the latter and respondent’s alleged infringing label are 
attached. (1) (7) 

There is no proof of any confusion of goods in the public 
mind by these labels. Obviously there could be none. One is 
round, the other angular; one is white, the other blue; one has 
black letters, the other gold; the pose of the eagles is differ- 
ent; one is printed in gold, emphasized by the name “Gold 
Eagle,” and the other is printed in black; the white lead is de- 
scribed in the one as pure, in the other as a combination. 

Now, the gist of a trade-mark is its association in the public 
mind with a product. As its name indicates, it is the identify- 
ing mark of that trade; in other words, the trade-mark. But 
no such facts exist in this case as to either the word, or the 
pictorial eagle. While the complainant has employed the word 
“eagle,’ not to describe or identify their goods, but as the-r 
firm name—the Eagle White Lead Company—and have used a 
pictorial eagle on their labels, yet the use of an eagle on white 
lead labels was common in that trade for years; the respondent 
itself going back to the early nineties. Indeed, the fact is clear 
that the eagle has never been exclusively associated in the public 
mind with the complainant’s lead. 

But the proofs go much further. They not only show such 


AEGISTERED IN UB. PATENT OFFIC 


Noted for Durability and Whiteness and made from the best Pigments. 


WHITE LEAD. 


Palisade White Lead & Color Works, Hoboken, N. J. 


‘The above, as used 








appears in gold on blue > 
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a use of the eagle by other lead makers, but they show that such 
use was with the knowledge of the complainant and was under 
a claim of right to so use, and that this state of facts has ex- 
tended over a period of some fourteen years before this suit was 
brought. Thus in 1893 the complainant found the respondent 
was using the label it now seeks to enjoin. In a letter of Febru- 
ary Ist to respondents it called their attent.on to this brand and 
requested them to cease using it. The respondents promptly re- 
plied, averring their right to use the eagle on such brand, and 
called attention to several other leads on the market which used 
the word “eagle.” To this claim of right by the respondents 
the complainant made no answer, and by its silence acquiesced 
in the respondents’ use until 1901. On July 1st of that year*the 
complainant again wrote to the respondents, calling attention to 
a circular of respondents stating, “We beg leave to call your 
attention to ‘Our Celebrated Gold Eagle’ white lead,” an: say- 


ing: 


“The word ‘Eagle, describing our brand of white lead, is our prop 
erty, protected under the laws of the United States. We can not con- 


sent to its use by you or any other party, and we hereby notify you that, 
unless its use is discontinued at once, we shall be obliged to take such 
legal steps as will insure the protection of our rights.” 

It will be noted that the claim made in this letter 1s much 
broader than in that of 1893, where the complaint was the use of a 
label. Here it is to any use of the word “eagle” in connection 
with white lead. To this demand the respondents replied, again 
asserting their right to use the eagle in connection wit) white 
lead. By a further silence of six years the complainant acquiesced 
in this asserted right until 1907, when it filed this bill. 


In view of these facts, of the asserted and exercised right of 
the respondents to use the eagle during this period of fourteen 
vears, of the acquiescence of the complainant in that use, and 
of the further fact that the respondents’ label is so different that 
by no possibility could it be mistaken for complainant’s trade- 
mark (see opinion of Judge Hazel in Hutchinson v. Loewy, re- 
ported and affirmed in 163 Fed., 44, go C. C. A. 1, and cases 
cited), it is clear the complainant is not entitled to the relief 
prayed for. The simple fact is that the eagle is not the ex- 
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clusive trade-mark of its white lead. It is equally the trade- 
mark of the respondents, and as the trade-mark of the re- 
spondents under adverse claim of right the latter have pre- 
sumably during these fourteen years gone on extending their 
trade under that brand. The continued, persistent, and adverse 
use of the eagle by the respondents and presumably by the other 
firms to which they called complainant’s attention, during all these 
years, shows an abandonment of an exclusive claim by the com- 
plainant. And on such abandonment new rights have meanwhile 
arisen on the part of the public. The trade of the respondents has 
been continued and built up further upon their trade label, on 
which an eagle appeared. 

We are not unmindful of \/enendez v. Holt, 128 U. S., 524, 
9 Sup. Ct., 143, 32 L. Ed., 526, and other cases cited in the opin- 
ion below that mere failure to enforce trade-mark rights will not 
preclude injunctive relief when it is sought. But those were 
cases where, as said in Menendez v. Holt, supra, there was noth- 
ing “in the nature of an estoppel, nothing which rendered it in- 
equitable to arrest. at this stage any further invasion of com- 
plainant’s rights.” In this case there is. The complainant notified 
the respondents of its alleged rights; the respondents positively 
asserted their adverse rights; the complainant acquiesced in the 
respondents building up their trade under their label for eight 
years without further objection; then complainant notified again 
and again, but respondents stood their ground and continued for 
six years more to build up their adverse trade-mark rights before 
the complainant again broke its silence by asserting an exclusive 
right by filing this bill. 

Under such facts it would, in our judgment, be inequitable to 
arrest at this stage the respondents’ trade, and therefore the de- 
cree of the court below must be reversed, with costs. 

The case of Carroll v. McIlvaine (C. C. A.) 183 Fed., 22, de- 
cided since the preparation of this opinion, is in line with the con- 
clusion above stated. 


[The case of Carroll v. McIlvaine, turned largely upon questions of the 
territorial extent of the right to exclusive use of a mark. Prior use in 
Baltimore was held not to entitle the complainant to an injunction 
against a defendant who, during more than twenty years, to the com- 
plainant’s knowledge, had traded under the mark in and around New 
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York. Although in the case under discussion the circuit court of appeals 
makes no mention of any questions of locality or extent of use, the 
opinion of the circuit court (180 Fed. Rep., 579) shows that such ques- 
tions were involved in the case, and that they received consideration 
before the lower court. For many years, the trade of neither party 
reached the territory of the other. We doubt, therefore, whether this 
case may be regarded. as authority for the proposition that an estoppel 
may arise by mere acquiescence in the use of one’s mark or label by 
another, except when the trade of the later user has been built up in a 
territory not occupied by the earlier claimant. It is this lack of actual 
conflict in trade between the two claimants while their business was 
developing, that must distinguish the cases above referred to from that 
ot Menendez v. Holt, and other like decisions. Whether two parties 
may have concurrent rights to the same mark in different parts of the 
United States may today be regarded as one of the open questions of 
trade-mark law. The tendency of recent decisions seems to be to reach 
an affirmative answer. Levy v. Waitt, 61 Fed. Rep., 1008: Tetlow v. 
Tappan, 85 Fed. Rep., 774; McMahon v. Denver Chemical Co., 113 Fed. 
Rep., 468: Cohen v. Nagel, et al. (Mass.), 76 N. E. Rep., 276: Carroll & 
Sons Co. v. McIlvaine & Baldwin, 171 Fed. Rep., 125; s. c., 183 Fed. 
Rep., 22.] 


KEYSTONE Type FouNpbry v. PorTLAND Pus. Co. 
(186 Fed. Rep., 690.) 
First Circuit. March 10, 1ort. 
UNFAIR COMPETITION—IMITATION OF Goons. 
The copying of essential structural features of an article is not 
unfair competition. The imitation of an original and distinctive style 
of type, not protected by patent, without fraudulent effort to pass 


the product off as made by the first manufacturer, is not actionable 


AppEAL from the Circuit Court of the United States for the 


district of Maine, in equity. Complainant appeals from a de- 
cree in its favor, but denying certain relief. 


For opinion below, see 180 Fed. Rep., 301 and consult our 


June issue, page 22. 


Ernest Il’. Bradford (Wilford G. Chapman, on the brief), for 
appellant. 
l"enable, Baetjer <& Howard, for appellee. 


Before Corr and LoweE.i, Circuit Judges, and Axpricnu, Dis- 
trict Judge. 
LoweE.i, Circuit Judge—The amended bill in equity set out 
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that the complainant, hereinafter called the “Foundry,” at great 
expense procured the design of a certain type or type face, to 
which it gave the name of “Caslon Bold,” and that it spent a 
large sum in advertising this type, which by this design became 
known as the product of its foundry; that it offers this type for 
sale only for printing purposes, and not for the purpose of be- 
ing copied; that this is understood by printers. The bill fur- 
ther set out that the defendant, hereinafter called the * Publish- 
ing Company,” was engaged in the manufacture and sale of type 
having the Foundry’s “Caslon Bold” design, which type was 
cast in matr.ces made from the Foundry’s original type; that 
the Publishing Company, having wrongfully and surreptitiously, 
with intent to deceive, obtained and copied forms of the Foundry 
Company's “Caslon Bold” type, sold its copies of this type under 
that name, though of inferior quality, at reduced rates, by reason 
of having had no original expense about the designing and ad 
vertising. Deception of purchasers was alleged. The bill prayed 


an injunction restraining the Publishing Company 


“from advertising said type-face design reproducing or copying the sam 
in any printed matter, or appropriating, reproducing, or copying by any 
method or means said original type face known in your orator’s ad 
vertising as ‘Caslon Bold,’ or from making or selling or offering for sal 
type having the face design known as ‘Caslon Bold’ as aforesaid, or any 
copy thereof, and from in any way using or appropriating for its use 
th une “Caslon Bold’ tor type, and from in any way interfering with 
the business of your orator in the manufacture and sale of type having 
said original face design.” 


The jurisdiction of the Circuit Court was not invoked by rea 
on of an alleged infringement of a stetutory trade-mark, but only 
because of the diverse citizenship of the Foundry and the Publish- 
ing Company. 

The Publishing Company demurred to so much of ‘he bill 
as alleged the manufacture and sale of “Caston Bold” type face 
“otherwise than as under the name of ‘Casloa [old’ cr as type 
manufactured by the complainant,” setting forth as ground of 
demurrer that the complainant had neither patent nor trade- 
mark. The demurrer was overruled, with leave to the respond- 
ent to raise at the final hearing all questions raised by the de- 
murrer. The amended answer denied the complainant’s owner 


ship of the type tace, alleged that “Caslon Bold” was a getieric 
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‘erm “incapable of exclusive appropriation by any one,” and 
denied fraud or deceit on its own part. Evidence was taken, and 
the Circuit Court in its final decree enjoined the Publishing 
Company from using the name “Caslon Bold” to designate its 
type, but dismissed the bill in so far as it sought to restrain the 
Publishing Company from copying the Foundry’s type and sell- 
ing the copy. The Foundry appealed to this court. 

In substance, the case is this: The Foundry designed a type 
which the printing and publishing trades have found desirable. 
This designing involved expense, and the type so designed be- 
came well known to printers and to publishers under the name 
“Caslon Bold.” The former were largely guided in their choice 
by the approval of the latter, while the publishers rested their ap- 
proval upon the ultimate approval of the general public. The 
Publishing Company imitated this type. The Foundry treats the 
case as one of unfair competition, and likens the shape and de- 


sign ot 


se 


Caslon Bold” type to the mark or label which is used 
to designate an article of the make of a particular maniufac- 
turer. It contends that this ‘s an ordinary case of unfair compe- 
tition. 

So far as this case is concerned, however, the type face is in 
effect the type itself. The expense incurred by the Foundry was 
concerned only with the design, not with the composition of the 
material, or with the shape of the metal body which carried the 
face. The expense of advertisng was the expense of advertis- 
ing the type face. 

“The advertising necessary to market a new type face and put it fairly 
before the printers of the country calls for the best efforts of expert 


printers and advertisers.” Complainant’s expert Weatherly, A. 1403, Rec. 


p. 274 


“The success of a foundry depends upon its line of popular selling 
faces.’ Complainant’s expert Orchard, A. 299, Rec. p. 88. 


Doubtless those skilled in the trade would know “Caslon Bold” 


type as the complainant's manufacture so long as other foundries 
refrained from copying it. Speaking generally, however, the trade 
regarded only the design itself, and treated that as the essence of 
the type. The design was not the label or authentication of that 
which was otherwise desirable, but was the very desideratum ‘t 

V+ 


self. Here the alleged labels on the goods are the very goods 


themselves. The learned Circuit Judge said in his opinion: 
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“There is no claim on the part of the complainant to be protected with 
reference to the style of typography produced by the type.” 


There is no direct claim, indeed; but indirectly, by an in- 
genious extens:on of the doctrine of unfair competition, the com- 
plainant seeks protection for a monopoly of “Caslon Bold” type or 
typography. This the complainant admitted, and urged in its 


argument before this court. 


The considerations above stated make plain that the doctrine 
of unfair competition will not support the enlargement of the 
decree which the complainant seeks. The basis of an action for 
unfair competition is not merely an ownership of a manufac- 
turer's label, but also deceit or fraud on the defendant's part 
in the use of the label which will deceive a purchaser or user 
of the article labeled. 

“The cardinal rule upon the subject is that no one shall, by imitation 
or any unfair device, induce the public to believe that the goods he 
offers for sale are the goods of another, and thereby appropriate to him- 
self the value of the reputation which the other has acquired for its 


own products or merchandise.” Proctor ¢& Gamble Co. v. Globe Refining 
Co., 92 Fed., 357, 361, 34 C. C. A., 405, 408. 


By the language of its correspondence the defendant empha- 
sized that its type is not of the complainant's manufacture, but 
is cast more cheaply and by a different process. The Foundry 
sought to show, indeed, that by reason of the Publishing Com- 
pany’s action a jobber in type might deceive a purchasing printer. 
But no evidence of this deceit is shown. It is highly improbable, 
and it is not what the Foundry compla‘ns of. The defendant has 
not sought to avail itself of the complainant’s reputation as a 
founder, but of its taste and skill as a designer. This it may 
do. It may copy the complainant’s type, so long as it does 
not pretend that the copy is an original product of the complain- 
ant. The doctrine is clearly stated by the Supreme Judicial 
Court of Massachusetts in a case concerned with the sale of 
zithers : 


“Under such circumstances the defendant has the same right that the 
plaintiff has to manufacture instruments in the present form, to imitate 
the arrangement of the plaintiff’s strings or the shape of the body. In 
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the absence of a patent, the freedom of manufacture can not be cut 
down under the name of preventing unfair competition. Dover Stamp- 
ing Co. v. Fellows, 163 Mass., 191 [40 N. E., 105, 28 L. R. A., 448, 47 
Am. St. Rep., 448.] See Singer Manufacturing Co. v. June Manufac- 
turing Co., 163 U. S., 169 [16 Sup. Ct., 1002, 41 L. Ed., 118]. All that 
can be asked is that precautions shall be taken, so far as are consistent 
with the defendant’s fundamental right to make and_ sell what 
he chooses, to prevent the deception which no doubt he desires to prac- 
tice 

“It is true that a defendant’s freedom of action with regard to some 
subsidiary matter of ornament or label may be restrained, although a 
right of the same nature with its freedom to determine the shape of the 
articles which it sells. But the label or ornament is a relatively small 
and incidental affair, which would not exist at all, or at least would 
not exist in that shape, but for the intent to deceive; whereas, the instru- 
ment sold is made as it is, partly at least, because of a supposed or es- 
tablished desire of the public for instruments in that form. The defend- 
ant has the right to get the benefit of that desire, even if created by 
the plaintiff. The only thing he has not the right to steal is the good 
will attaching to the plaintiff’s personality, the benefit of the public’s 
desire to have goods made by the plaintiff.” Flagg Mfg. Co. v. Holway, 
178 Mass., 83, 90, 91, 59 N. E., 667. 



































Of the cases cited by the complainant, Board of . rade v. 
Christie, 198 U. S., 236, 25 Sup. Ct., 637, 49 L. Ed., 1031. is not 
based upon the doctrine of unfair competition, and has no bear- 
ing upon the case at bar. In most or all of the other cases cited 
by the complainant deceit as a necessary element of the com- 
plainant’s case was emphasized. The decree of the Circuit 
Court seems to exclude possible deception by the defendant, 
and the complainant does not suggest that it be strengthened, 
except by giving to the complainant a monopoly of the manu- 
facture of the type itself. 

The decree of the Circuit Court is affirmed and the appellee re- 
covers its costs of appeal. 


UNITED STATES CIRCUIT COURT | 
Howarp DustLess Duster Co. v. CARLETON. 
(185 Fed. Rep., 999.) 
District of Connecticut. March 9, Io1rt. 


UNFAIR COMPETITION—IMITATION OF ARTICLES. 
The imitation of a merely decorative, as distinguished from a 







lie id 2m 


i we 


UNITED STATES CIRCUIT COURT 111 


structural feature of an article, which gives to the article a distinctive 

appearance, is a means of unfair competition that should be enjoined. 

The complainant’s dust cloth having been for years upon 
the market in a black color, the use of this color by a competitor 
and former employee, in putting out a similar article will be en- 
joined. 

In Equity. On demurrer to bill. 


Oliver Mitchell, for plaintiff. 
Joseph P. Tuttle, for defendant. 


Piatt, District Judge —Under the long-established rule, the de- 
murrer admits all the facts set forth in the bill. It does not, of 
course, admit any conclusions of law drawn from those facts. 
It is also the rule that the facts must be accepted by the defend- 
ant as bearing against him with the utmost force, but this lat- 
ter thought is unimportant, because I deem it my duty to treat 
the facts fairly and decide whether in the light of such facts 
equity ought to interpose, and, if so, to what extent. 

Some of the pertinent facts thus reached are: The plaintiff 
in 1905 was the pioneer in making and marketing an article 
known as a “dustless duster.” It is made from white cheese 
cloth under a secret process, which gives the cloth dust retaining 
characteristics. From its introduction to the public until this 
suit was brought, the plaintiff has employed the same methods 
in making and marketing the article, the important parts thereof 
being hereinbelow set forth. It went out of its way, and to 
extra expense, to dye the cheese cloth black, for the sole pur- 
pose of giving it a distinctive appearance. It puts this black 
dust cloth in a distinctive package, inclosing therewith a dis- 
tinctive circular. It has spent much money in advertising its 
distinctive dustcloth, package and circular, and has sold about 
2,000,000 of its dust cloths under this method. Such extensive 
sale has taught the public that the distinctive black color of the 
cloth, and the distinctive circular and color scheme of the inclos- 
ing package, point to the plaintiff as the manufacturer of such 
dust cloths, which public recognition is an asset of value belonging 
to the plaintiff. 

The defendant has been sales agent for the plaintiff in Con- 
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necticut, and in that way became familiar with plaintiff's busi- 
ness, customers, and methods. Since severing his connection 
with the plaintiff, he has begun to make dusters which are used 
for the same purposes as those first introduced upon the market 
by the plaintiff. He makes them of white cheese cloth, and takes 
the trouble to dye the cloth black. No other competitors of the 
plaintiff dye their cloth black. He puts the dust cloths in packages 
which are of substantially the same size and coloring as those 
used by the plaintiff. He places in the packages with the dust 
cloths a circular which in style, appearance, and reading matter is 
suggestively s.:milar to that used by the plaintiff. He places on 
his package, in an ink somewhat less red, having a perhaps slight- 
ly brownish tinge, the words, “Standard,” “25 Cents,’ “Sani- 
tary,” “Antiseptic,” in places upon the package not so very far 
from the places always used by the plaintiff. He carefully avoids 
the use of the plaintiff's trade-mark which is the consp:cuous 
feature of the plaintiff’s package, and gives his own address, L. 
C. Carleton, 26 Linsley avenue, Meriden, Conn., a plain and con- 
spicuous position on his package. He calls his article, in brownish 
red letters, a ‘“Dust-Absorbing Dust Cloth.” The _ plaintiff's 
trade-mark is an elongated red diamond, containing in white 
letters the words, “Dustless-Duster.” The above seem to be the 
important facts. 


It is obvious that the plaintiff by making and selling its dust- 
less duster in one and the same distinctive manner for a number 
of years has at great expense built up a valuable trade therein 
which is entitled to protection. If the defendant has done any- 
thing in the making and selling of his dust cloth, which, if con- 
tinued, will necessarily lead to confusion in and invasion of that 
trade, he should be told to stop doing so at once. He was for- 
merly in confidential relations with the plaintiff, and for that 
reason can not expect any relaxation of the severest principles of 
that equity which must govern the court in its decision. He may 
have his pound of flesh, but he must satisfy the court that in tak- 
ing it he has not cut an iota beyond the line. I do not think 
that at this stage of his enterprise, before any showing of 
actual damage is made, I ought to stop the use of his package 
or circular. It might be wiser for him to recast his circular and 
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the use of objectionable word: on the package, but upon th t 
subject | shall refrain from giving definite advice. 

As to the other prayer for relief relating to the dyeing of 
his dust cloth black, | am of the opinion that he ought to stop 
that. At the argument it will be remembered that I asked why 
he made it black, and his counsel replied that it was probably 
because the purchasers preferred it black. If this is so, the 
plaintiff was fortunate in selecting at the start the black color 
as one which pointed directly to him as maker. It is certain that 
the article performs no better service when dyed black. In its 
use as a dust collector the black color might be a disadvantage 
from a practical standpoint. The black color is in no sense 
necessary, and its use must, in my opinion, lead to confusion, 
uncertainty, and loss of trade which by right belongs to the plain- 
tiff. The first prayer for relief ought to be granted. 

This memorandum has been prepared because it was under- 
stood at the argument that the defendant was willing to accept 
whatever views the court might have in the matter and would 
gladly conform his business thereto. 

The court will delay positive action in this matter until it 
shall be further advised by counsel as to the result of this opin- 


10On. 


March 15, 1911. 
Counsel for both parties desiring this opinion to be treated as 
a final disposition of the case, a decree may be entered grant- 


ing the relief asked for in the first clause. 


[In the application of the doctrine, that no one will be permitted, by 
any device or contrivance, to sell his goods as the goods of another, the 
courts have gone to remarkable lengths in protecting the mere appearance 
of manufactured articles against imitation by a rival. The ruling prin 
ciple of these decisions is that, while the structural features of an 
unpatented article at pen to appropriation by all, and no cause of 
action can arise by reason of such resemblance in the appearance of 
goods as result from the presence therein of common structural fea 
tures, nevertheless, the purely decorative features of an article can not 
be copied, when they have become so associated with the article in the 
minds of the consuming public that they serve to identify it and to 
distinguish it from other like articles of a different origin. The prin 
ciples of law illustrated in the two decisions immediately preceding may 
be further studied in the following cases, in which the imitation of the 
decorative features of certain goods was enjoined: Enterprise Mfg. Co 
v. Lauders, Frary Cla 131 Fed. Rep., 240; s. c., 131 Id., 240; Green, 


7 weed Co \ Vanufacturers’ Belt H ok Co., 158 Id., 640; Rushmore 
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v. Saxton, 154 Id., 213; s. c., 158 ld., 499; Rushmore v. Manhattan Screw 

Stamping Works, 163 Id., 939; H. Mueller Mfg. Co. v. McDonald & 
Morrison Mfg. Co., 164 I|d., 1001; George Frost Co. v. Estes & Sons, 
156 Id., 677; s. c., 176 Id., 338; Renfrew Mfg. Co. v. Burgess, Renfrew 
Mfg. Co. v. Gambrill, George C. Fox & Co. v. Hauthaway, Villeroy & 
Boch v. Francis Statuary Co., reported in the Bulletin of this Association, 
Vol. III, p. 239, IV, p. 246, V, p. 66 

Discussions of this subject, with citations of cases may likewise be 
found in the Bulletin, Vol. III, pp. 230, 315, IV, pp. 127, 220, 246, 345, 
V, pp. 17, 65, VI, pp. 65, 350.] 





WERTHEIMER ct al. v. BATCHELLER IMPORTING Co. 
( 185 Fed Rep., 850. ) 
Southern District of New York. April 7, 1911. 


1. GEOGRAPHICAL TERM—SECONDARY MEANING. 
The name Java, though geographical, has acquired a_ secondary 


meaning as applied to face powder or “Rice Powder” as it is co 
monly called, indicating a particular make thereof. 
2. UNFAIR COMPETITION. 

Under the circumstances shown, therefore, the use of the name 
“Javarice Powder” on a product of different origin is calculated to 
deceive, and should be enjoined. Injunction granted also against 1m1- 
tation of packages. 


In Equity. On motion for a preliminary injunction. 


Briesen & Knauth, for complainants. 
Chas. C. Gill, for defendant. 


LAcoMBE, Circuit Judge—Although the word “Java” is a 
geographical name, the evidence shows that for very many 
years it has, when used in connection with the words “Poudre 
de Riz,” acquired a secondary meaning as indicating a variety of 
perfumed face powder compounded and sold by complainant. 
The phrase “Poudre de Riz de Java” is apparently no more a 
statement that the rice used in it was grown on the island of 
Java than the use of the phrase “Eau de Cologne” imports that 
the liquid perfume thus designated was made at Koln am 
Rhein. The court is not persuaded to believe that defendant 
labeled its product “Javarice Powder” on any theory that pow- 
der of rice grown on that island would commend itself to pur- 
chasers as peculiarly adapted for use as a face powder. It chose 
that title because the purchasing public or a large part of it, 
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would suppose it was buying the same article it had bought for 
many years, and which it evidently approved of, as large sales 
testify. For the same reason defendant adopted a style of pack- 
age, which manifestly, despite differences, exhibits sufficient re- 
semblances to complainants’ well-known package to rmiduce a be 
lief that it is the same. 

Complainants may take an order for preliminary injunc ‘on 
against the use of the name “Poudre de Riz de Java” on pack 
ages or in advertisements. But such injunction shall not be sé 
construed as to prevent defendant from calling its product “Rice 
Powder’ or “Poudre de Riz” (which seems to have become a 
generic name for face powders), nor to prevent defendant from 
adding to the name the statement that their product contains 
powder made from rice which was grown in the island of Java, 
provided such statement 1s accurate and is so arranged typo 
graphically in relation to the rest of the label that the word 
“Java” be not given a degree of prominence which would be 
calculated to cause confusion between the packages of com 
plainants and defendant. 

It is difficult to indicate what precise changes should be made 
in the packages which now resemble complainants’ so closely as to 
be likely to confuse the purchasing consumer. Many things, size, 
shape, color, type, decoration, ete., combine to make up any 
distinctive package. All need not be altered. Sometimes a 
change in a single respect will be sufficient sharply to indicate 
a difference. There is rarely any difficulty, none is apparent 
here, about devising a package for new goods which will be 
attractive and distinctive of the new goods, and yet in no way 
likely to mislead. The real difficulty is that in most cases the 
designer is solicitous not to mark his goods so that their pack- 
ages shall be unlike all others, but to get away from some 
earlier package which is well and favorably known only just so 
far as the court will make him go. All that can be done now 
is to enjoin the present form of package, whether the side 
covering be green or blue. When some other and different form 
of package is brought to the court’s attention, it can be con 
sidered on its merits, or its demerits, as the case may be. 

Operation of the injunction will be suspended for thirty days 


after service, to give defendant opportunity to change the labels. 
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NEwWpPortT SAND BANK Co. v. MONARCH SAND MINING Co. 

























(137 S. W. Rep., 184.) 





May 30, 1911. 


D 
1. UNraiR COMPETITION—DEFINITION. 
Unfair competition is the passing off of one man’s goods or busi- 
ness as those of another 
2. GEOGRAPHICAL TERM—SECONDARY MEANING. 


\ geographical term may not be exclusively appropriated as the 
name of a product by any one person, but when by long association 
with a certain article it has acquired a secondary meaning, and become 
distinctive of such article in the minds of the purchasing public, the 
use of the name by another, in such manner as to divert the trade of the 
first user will be enjoined. 

3. Unrairk ComMPETITION—ProoF oF DECEPTION 

To justify the intervention of equity, proof of actual deception 1s 
not necessary. In cases of this character, the intent to deceive is the 
gravamen of the offence. 

\PpPEAL by plaintiff from a judgment of the Circuit Court, 
Campbell County, sustaining a demurrer to the petition. 


Frank |”, Benton, for appellant. 
A. N. Caldwell, for appellees. 


L.AssinG, J.—This is an appeal from a judgment of the Camp- 
bell circuit court sustaning a demurrer to a_ petition. The 
plaintiff alleged that it was, and had been for the twenty years 
next before the institution of this suit, engaged in the mining 
and sale of molding sand; that during that time it had expended 
large sums of money in the purchase of land upon which its sand 
banks were located, and in advertising the various grades of 
sand in which it dealt; that to the trade throughout the United 


States and Canada its grades of sand were known by the following 
words and numerals: “No. 2 Newport. No. 3 Newport, No. 4 
Newport, No. 5 Newport, and No. 6 Newport’—that the de- 
fendants, each of whom had been in its employ for quite a num- ie 
ber of years in a close and confidential relation, and had by rea- | 
son of this relationship acquired an insight into its business, 7 
and learned the names and addresses of all of its customers, 
with the purpose and intent to injure plaintiff in its good will 
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and trade reputation and to deprive it of profits which it other- 
wise would have made, had been using plaintiff's trade-names in 
advertising and selling their sands; that by the use of plaintiff's 
trade-names defendants had been enabled to make sales which 
they would not otherwise have made and received orders which 
would not otherwise have been sent to them; that they used means 
and devices calculated to deceive the public, causing them to 
believe that they were purchasing the sand which they had 
theretofore purchased from plaintiff, under and by virtue of the 
trade-names which they were using; and that the reputation and 
good will of plaintiff had by reason thereof been injured, ete. 
They prayed for an accounting, and that the defendants be en- 
joined from using their trade-names in connection with the 
advertising or sale of molding sand. 

The relief here sought is against the perpetration of a fraud 
calculated to produce unfair competition in business. In 28 A. 
& FE. Encye. of Law (2d Ed.) p. 409, it is said: “Unfair compe- 
tition may be defined as passing off, or attempting to pass off, 
upon the public the goods or business of one man as being the 
goods or business of another. Any conduct tending to produce 
this effect constitutes unfair competition and may be enjoined. 
The means employed are wholly immaterial. The plaintiff need 
not show a proprietary interest in the names or symbols em- 
ployed by the defendant to work the deception. Nothing less 
than conduct tending to pass off one man’s merchandise or busi- 
ness as that of another will constitute unfair competition.” Plain- 
tiff does not claim the words and numerals designating the dif- 
ferent grades of sand dealt in by it as trade-marks, but does 
claim that, by reason of their long use in connection with its 
business, they have acquired a secondary meaning, and that to 
those using molding sand in their business the words and figure 
“No. 5 Newport” have a well-defined meaning, and indicate a 
sand of a high grade or quality which plaintiff had for a num- 
ber of years supplied to the trade. 

A trade-name does not have to be identical with that of an- 
other in order to justify a court in denying its use because cal- 
culated to produce unfair competition. It is sufficient if it is so 
similar to the earlier adopted trade-name as to make it likely that 
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ordinary and unsuspecting persens—prospective purchasers 


would be led to believe that it was the same. This question of 






similarity or resemblance between two trade-names is a question 






of fact that must be determined by the evidence in each par 






ticular case, and it is impossible to adopt any uniform rule that 






would be applicable alike to all Cases, It 1S sufficient t note 























= 


that, where there is a similarity in the main distinguishing fea 
tures of the article in question, it is usually regarded as sufficient 
to constitute unfair competition. And, again, similarity in a 
number of points tends to constitute unfair competition, where 
similarity in any one of the points might not do so. Here it is 
charged that the similarity in names is identical in every par 
ticular. Each company was dealing in molding sand. Plaintiff 
had adopted for the name of one grade of its sand, “No. 5 New- 
port.” Defendant adopted the same name for a grade of its sand; 


and in brief its counsel insists that it had a right to do so, because 
the sand banks from which these sands were taken lie in the 
same locality and the sands are in fact identical. 

The petition charges that this name was adopted for the fraudu 
lent purpose of enabling defendants to acquire business which 
would otherwise have come to plaintiff. Plaintiff has no ex 


clusive right to the use of the word “Newport” in connection 


with its business. “Newport is the name of a city and 
“Newport sand” means sand taken from the earth at, 
in, Or near that city. Any one engaged in the sand bus 


ness in that city would have a perfect right to sell his sand 
as “Newport sand,” and no cause of complaint would thereby 
be afforded any other person dealing in that sand. To hold other- 


wise would be to create and foster a monopoly—to give. to one 


the exclusive right to advertise and sell sand dug or mined in 
; PrN : ‘ : s 
that locality. This the law forbids. So, too, the numeral “No. \ 


5° is the common property of all, and plaintiff may acquire no 
exclusive right to the use of this numeral. But the combina- 


vt tai 


tion of this numeral and proper name, it is alleged, has, by long 
use and association, come to be known and understood by the 
trade as designating a particular grade of sand in which plain- 
tiff dealt. Hence the combination of this word and numeral 
has come to have a secondary meaning, and plaintiff has acquired 
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a right to 1ts use which the court should protect against one seek- 
ing to adopt it or imitate it for the fraudulent purpose of bring- 
ing about an unfair competition in business 

The right to the use of any word or figure as a part of a trade- 
vame or trade-mark or indicia of one’s business is not an ab- 
solute right, but a qualified one—a privilege that must be exer- 
ised with due regard to the rights of others, as property rights 
are enjoyed. One has a right to use his property in any way 
that he sees fit, or make any disposition of it that he desires, so 
long as such use or disposition does not injure others in the free 
use and enjoyment of their property. In the case under con- 
sideration, it is not the use of the word “Newport” in connection 
with the advertisement of defendant's sand, or of the numeral 
“No. 5,” that is objectionable, but the use of this combination in 
such a way as to lead the public to believe that the sand which 
defendant is advertising is in fact the sand sold by plaintiff. It 
is immaterial that the sand sold by defendant is in every respect 
as good, or even better, than that sold by plaintiff. This quest on 


can not enter into a consideration of the matter in determining 


plaintiff's right to have defendant enjoined from so advertising 
its sand. The question is, has it so advertised its business as to 
perpetrate a wrong and fraud upon the plaintiff by leading the 
public to believe that it is in fact the plaintiff's sand? If it has, 
equity will grant the relief without regard to the commercial value 
of the defendant’s sand 

In Avery & Sons v. Metkle & Co., 81 Ky., 73-103, appellant 
sought to have the appellee enjoined from using certain words, 
letters, and figures in branding their plows which appellants had 
adopted for their brand. The lower court denied them this right, 
but in passing upon the question here upon review it was said: 
“Quality, size, description, caution, elements, etc., may be indi- 
cated or named by the use of the words, letters, and numerals 
described above. This is the appellee's right ; but it is not be- 
cause the words, letters, and figures do that that he is com- 
plained of, for he has a right to use them for those purposes. 
But the complaint is that these letters and figures have been used 
not to do this alone which was rightful, but they have been used 


for an ulterior purpose. The appellees selected the same let- 
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ters, the same words, the same numerals, and put them in the 
same colors, and upon the same places on their plows, as were 
used by appellants on their plows. For what? To represent 
quality and size alone?) Who could believe it? Why not take 
type from a different font? Why not take other numerals that 
would serve the same purpose better? * * * No answer can be 
given, except that a man intends the natural consequences of his 
own act; and the consequences of this act are to take appel- 
lant’s trade, built up on his reputation, and transfer it to appellees, 
by using that reputation to sell appellees’ plows.” 

In E. H. Taylor, Jr., & Sons Co. v. Taylor, 124 Ky., 173, 85 
S. W., 1085, 27 Ky. Law Rep., 625 the plaintiff sought to restrain 
the defendant from so imitating its labels on its bottled goods 
as to induce the uninitiated public to believe that they were in 
fact plaintiff's goods. The relief sought was denied in the lower 
court, but upon review here this court, in granting this relief, 
said: “Appellant sent out thousands of circulars every month ad- 
vertising its whisky. It has spent hundreds of dollars in the trade 
journals and otherwise advertising it as the ‘Premier Kentucky 
Whiskey, and it had thus given value to its brand. Appellee’s 
whisky was a cheaper article, and could be sold at prices at which 
appellant could not afford to sell its whisky. The selling of the 
cheaper goods under labels and advertisements which to the un- 
initiated would indicate that it was appellant’s whisky so well 
advertised as a first-class article can not be sanctioned.” 

The enunciation of this court in the two cases from which we 
have quoted aptly illustrates the principle upon which a court of 
equity will interfere to prevent an unfair competition in trade. 
As was said in Metcalfe v. Brand, 86 Ky., 331, 5 S. W.. 773, 
g Ky. Law Rep., 801, 9 Am. St. Rep., 305: “It is one of the 
principal offices of equity to prevent injury and imposition. 
Therefore, even if the im:tation was unintentional, yet be color- 
able, and of such a character that a majority of persons would 
never notice the difference, its use will be enjoined. Otherwise 
the purchaser would have imposed upon him a spurious article, 
and the maker of the genuine be deprived of the profit which he 
has labored for years perhaps to realize. A person may, of 
course, use any color, or words in common use, or other ind‘cia, 
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upon his label, or in connection with his goods; but fair compe- 
tition and common honesty require him to so use them as not 
to imitate those of another. Any other rule would but sanction 
fraud and deceit.” 

It is not necessary to show that any one has actually been 
misled by reason of the similarity in names. It is sufficient that 
the name selected is so similar to that used by its competitor as 
to likely produce deception. Kentucky Distilleries, etc., Co. v 
Wathen (C. C.) 110 Fed., 645. In all cases of this character 
the intent to deceive is the gravamen of the offense, and the 
very fact that a trade-mark or trade-name is adopted that is so 
similar to that used by another is a circumstance calculated to 
raise a presumption that it was adopted for the purpose of de- 
ceiving the public to the injury of its competitor. 

In the case under consideration, it is charged, and by the 
demurrer admitted to be true, that defendant adopted the name 
“No. 5 Newport” for the express purpose of inducing the pub- 
lic, and particularly the old customers of plaintiff, to believe that 
this was in fact the sand which they had theretofore been pur- 
chasing of plaintiff. 

Viewed in this light, plaintiffs were guilty of an actionable 
wrong, for, as held in the Avery Case, supra, the use of descrip- 
tive terms and generic names is limited to a truthful use, and, 
where such names or terms have become identified in the minds 
of the public with one’s business, the use of such terms and 
words by another, in a manner calculated to deceive the public 
by passing off his goods as and for the goods of another, can 
not be justified. This rule has been extended to the extent that 
one may not even use his own name in connection with or as a 
part of a business or trade-name so as to pirate upon the good 
will or reputation of a business rival by inducing the public to 
believe that his goods are those of his rival. A man has a right 
to the use of his own name in connection with his business, 
but he must use it honestly and fairly, with a due and just re- 
gard for the rights of any other person of the same name who 
may be engaged in a similar business. Rock Springs Distillery 
Co. v. Monarch, 22 S. W., 1028. 

The use of geographical terms is governed by the same rule 
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as that governing the use of personal names. These terms, being 


indicative of localities, cities or countries, are the common prop- 


erty of all living there, and can not be exclusively appropriated 
by any one. Canal Co. v. Clark, 13 Wall., 311, 20 L. Ed., 581. 
All coming within the scope of the territorial limit of such 
geographical name may lawfully and truthfully use it in con- 
nection with their business. 

Thus anyone engaged in the business of digging and selling 
sand in Newport or vicinity may sell their sand as “Newport 
sand.” But where a Newport sand dealer has established a 
reputation for a particular quality of sand, by extensively ad- 
vertising it as “No. 5 Newport,’ he is as much entitled to the 
protection of this trade-name as though he had designated this 
grade of sand as ‘““Monarch Newport,’ “Royal Newport,” or 
other similar name, and by such name had advertised it for such 
length of time that it had become valuable to him in his trade. 
lf defendant is in fact dealing in Newport sand and wishes to 
continue to do so, and to designate the different grades which 
he handles, he must use some terms other than those which have 
been adopted and are being used by plaintiff to designate these 
grades. In this way only can confusion and unfair competition 
be avoided. 

In our opinion the petition states a cause of action. Judg- 
inent reversed and cause remanded for further proceedings con- 
sistent herewith. 


COURT OF APPEALS OF THE DISTRICT OF 
COLUMBIA 


IN RE BARRETT MANUFACTURING COMPANY. 
(167 ©; GG S73:) 
April 2, 29FT. 
TRADE-MARKS—SIMILARITY—CARBOLINEUM” AND “CrEO-CARBOLIN ” 
Registration of the word “Creo-Carbolin” Held properly refused 
registration, since it is so similar to the previously registered mark 


“Carbolineum” for the same class of goods as to be likely to cause 
confusion or mistake in the minds of the public. 








COURT OF APPEALS OF THE DISTRICT OF COLUMBIA 122 
Vr. W. H. Swenarton and Mr. E. E. Merceles for the appel- 
Ur. R. F. Whitehead tor the Commissioner of Patents. 


. Ross, |.—This appeal involves a decision of the Commissioner 


»§ Patents refusing registration to the word “Creo-Carbolin” 
tpon the ground that it 1s so similar to the registered mark ‘‘Car- 
bolineum”™ as to be likely to cause confusion or mistake in the 
mund of the publ C. 

We agree with the commissioner that such confusion would 
be likely to result, and therefore sustain the decision. It is con- 
ceded that the word “Carbolin” is too similar to the mark ‘“Car- 
holineum™ to be entitled to registration. Applicant must there 

re depend solely upon the prefix “Creo” to overcome the sim 
ilarity “Creo-Carbolin” and “Carbolineum” are sufficiently 
alike in appearance and sound as to be taken for each other by 
the general public. In Peter Schoenhofen Brewing Co. v. The 

i Valtine Co. (30 App. D. C., 340) “Edelweiss Maltine” and 

Malt ne” were held to be deceptively similar. The marks given 

the following cases were also so held: ‘Hoff’s” and ‘Leo 

ld Hoff’s,” in lohann Hoff (33 App. D. C., 233;) “Chan- 

‘lor Club” and “Club.” wre S.C. Herbst (30 App. D. C., 2973) 

Benedictine” and “St. Benedict.” 4. Bauer & Co. v. La Societ 

Inonyme, etc. (120 Fed. Rep., 74;) “Comfort” and “Home 

mnfort,’ Gannert v. Ruppert (127 Fed. Rep., 962;) “Keep 

lean” and “Sta-Kleen,” Florence Mfg. Co. v. Dowd (178 Fed. 
Rep., 73) 

fall and Ruckel vy. Ingram (28 App. D. C., 454). in which 
“Zodenta’” was awarded registration notwithstanding the prior 

‘gistration of “Sozodont,” is not controlling in this case. There 
the two words neither looked nor sounded alike. There was also 

\ a difference between the first and last syllable of each. 


1 


The clerk wil! certify this opinion as by law required. 
\firmed 
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JouNSON Epucaror Foop Company v. SYLVANUS Situ & Co., 


INC. 


5 Ipril Sa Onl. 








SAME DEscRIPTION OF Goops. 
Preserved fish are not goods of the same descriptive properties with 


biscuits and breakfast cereals. 





Ross, J.—This is an appeal from a decision of the Commis- 
sioner of Patents dismissing the opposition of appellant to the 
registration of the word “Educator” as a trade-mark for salted, 
smoked, pickled, and canned fish. Appellant had previously reg- 
istered the same word as a trade-mark for crackers, biscuits, 
bread, and breakfast cereals, and had built up an extensive trade 
in those products. The opposition is based upon the contention 
that the preparations of appellant are “of the same descriptive 
properties” as the fish products of appellee. 

This is a statutory proceeding and we must, of course. be 
governed by the provisions of the statute relating thereto. Sec- 
tion 4 (b) of the Trade-Mark Act of February 20, 1905 (33 
Stat., 724), prohibits the registration of two marks “appro- 
priated to merchandise of the same descriptive properties,” and 
Section 7 of the same act permits a prior registrant or applicant 
to oppose the registration of a mark “appropriated to 
goods of the same descriptive properties” as his own 
“We think two trade-marks may be said to be appropriated 
to merchandise of the same descriptive properties in the 
sense meant by the statute when the general and essential char- 
actristics of the goods are the same. * * * The test is 
whether there is such a sameness in the distinguishing charac- 
teristics of the goods as to be likely to mislead the general pub- 
lic.” Phoenix Paint & Varnish Co. v. John T. Lewis & Bros., 
32 App. D. C., 285; Walter Baker & Co., Limited, v. Harrison, 
32 App. D. C., 272. 

Unless, therefore, there are no distinguishing characteristics 
between the goods of the respective parties, we have no authority 
to interfere with the award of registration to appellee. We think 
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the case ruled by our decision in the Muralo Co. v. National 
Lead Co., present term. In that case the Muralo Company 
sought registration of a mark for kalsomine. The opposition 
was upon the ground that kalsomine was of the same descriptive 
properties as white lead, to which the opposer’s mark applied. 
The court, speaking through Mr. Chief Justice Shepard, said: 
“The real question is whether the use of the figure of a Dutch 
boy on one package and that of a Dutchman on the other is 
calculated to mislead an ordinary person seeking to buy white 
lead, into buying a package of kalsomine. Bearing in mind the 
essential differences between the two articles, we think it im- 
possible that such should be the case. The purchaser has some 
definite use in view and must know whether he wants white 
lead to compound into paint, or for other purposes, or whether 
he wants kalsomine. * * * The fact that one intending to 
use oil paint for interior walls calls for white lead, but may be 
induced to use kalsomine instead upon the representation that it 
is cheaper and when put on the wall can not be distinguished 
from oil paint by anyone but an expert, does not make a case 
of confusion in trade.” 

In the present case it requires altogether too great a stretch 
of the imagination to conclude that anyone calling for break- 
fast food would accept salted codfish without knowing the dif- 
ference. The general and essential characteristics of the two 
products are dissimilar, and while each is prepared for human 
consumption no confusion such as the statute contemplates can 
possibly arise in the mind of the public if the two products are 
sold under the same mark. 

The decision of the commissioner is therefore affirmed and 
the clerk will certify this opinion as by law required. 


[This case may be compared with the Muralo case, reported in our 
June issue, p. 50. See also fhe note following this case at page 52.] 
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>ARTICULAR DESCRIPTION OF GOoODS—DEFINITENESS 

The definition of the particular description of goods must not be 
so broad as to include goods to which the trade-mark is not applied, 
yet it need not be so narrow as to necessarily exclude goods on which 


the mark is used 
Mr. E. G. Siggers and Mr. John H. Siggers, for the appellant. 


Bintincs, First Assistant Commissioner—This is an appeal 
from the decision of the Examiner of Trade-Marks refusing to 
register the trade-mark of the applicant. 

The ground for refusing the registration is that applicant has 
failed to properly describe the goods to which the mark is 
applied. 

Section 2 of the Trade-Mark Act of May 4, 1906, provides 
that 





















The Commissioner of Patents shall establish classes of merchandis¢ 
for the purpose of trade-mark registration, and shall determine the 
particular descriptions of goods comprised in each class. On a single 
application for registration of a trade-mark the trade-mark may be 
registered at the option of the applicant for any or all goods upon which 
the mark has actually been used comprised in a single class of mer- 
chandise, provided the particular descriptions of goods be stated. 

The applicant has stated that the goods to which he applies 
his trade-mark are those comprised in “Class 46, Foods and 
ingredients of foods,” and the particular description is “An 
oleaginous compound for use as a pastry shortening.” 

The examiner has held that the applicant has not described 
the goods with sufficient particularity and that he should state 
in his application the goods as defined on the label—namely. 
“Sterilized Cotton Seed O:l—Oleo Stearine,” citing in re A. G. 
Spalding & Bros. (123 O. G., 321; 27 App. D. C., 314) and 


ex parte The Empire Knife Company (145 O. G., 763). 
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In the case of in re A. G. Spalding & Bros., supra, the court 
of appeals held that the phrase “Implements, apparatus, and 
goods used in athletic games and sports” was too indefinite to 


meet the requirements of the law, for the reason that it- 


1] 


mbraces within its terms all the various articles used in everv conceivable 
athletic game and sport 

The mark sought to be registered was the name “Spalding,” 
and registration was therefore applied for under what is com- 
monly known as the ten-year proviso of the Trade-Mark Act. 


The court said: 


Many athletic games and sports have been invented or devised within 
the past ten years, as have also the implements and apparatus and goods 
used in connection with them Manifestly, applicant has not used its 
mark for a period of ten years next preceding the passage of the act in 
question, in connection with such implements, apparatus and goods. This 
being so, applicant has no right to ask for a registration which in terms 
is broad enough to cover such implements, apparatus and goods used in 
such athletic games and sports, in connection with which it has not used 


the mark for the required time 


, It is to be noted in this case that the court reasoned from the 
facts present that the definition of the particular description 
of goods was necessarily too broad, for it was not in accordance 
with existing conditions in trade. 

In the case of ex parte The Empire Knife Campany, supra, 


the Commissioner held that the phrase “including pocket-knives, 
scissors and shears, kitchen and table knives” was not sufficiently 


1 
| 
I 


specific under the law, for the reason that the language used 
required judicial interpretation. In that case the applicant de 
fined his particular goods by stating that the class of goods to 
which the trade-mark was applied was that in which pocket 
knives, scissors, and shears were included. It is clear from this 
statement that if there were any other goods than pocket-knives. 
scissors, and shears to which the mark was applied that fact 
was left open to conjecture. 

In the present case the definition of the oleaginous compound 
to which the trade-mark is applied is limited in two ways, first, 
by the article “an” and, second, by the phrase “for use as a 
pastry shortening.” The definition of the particular description 


of goods must not be so broad as to obviously include many goods 
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to which the trade-mark .s not applied, yet it need not Ye so 





narrow as to necessarily exclude some goods to which ti ¢ mark 








is actually applied. In the present case the definition use! in 
particularly describing the goods is sufficiently specific to .. cet 





the requirements of the law. 





The decision of the examiner of trade-marks 1s reversed. 






Ex PARTE, Austin, Nicuors & Co. 



















(167 O. G., 981.) 





February 13, 1911. 


















\PPLICATION—DRAWING—LINING FOR COLOR 
Where the application states that the color of the mark is not 
claimed, the examiner properly objected to the lining of the drawing 
to indicate color 

2. Goops oF THE SAME DEscripTivE PROPERTIES 





























\ trade-mark for coffee is properly refused registration, in view 
of a mark similar thereto previously registered for cocoa, since these 
are goods of the same descriptive properties, (citing Walter Baker & 
Company v. Harrison, 138 O. G., 770; 32 App. D. C., 272). 
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SIMILARITY OF MARKS—“SUNSHINE —“SUNBEAM. 








we 











The words “Sunshine” and “Sunbeam” are so similar that their con 
temporaneous use upon goods of the same descriptive properties would 
be lable to cause confusion in the mind of the public and deceive pur 
1. ‘ 


Cisad 



















Mr. Wom. H. Finckel, for the applicant. 






Moore, Cominissioner—This 1s an appeal from the action of 
the examiner of trade-marks refusing to register as a trade-mark 





for blended coffee the trade-mark shown ‘n the drawing, and 





which is described in applicant's brief as follows: 
















The trade-mark comprises a conventional representation of a sun- 
burst, the disk containing the representation of Mercury’s wand, flanked 
by the letters “A N C O,” and a scroll superposed upon the rays and 


bearing the words “Sunbeam” and “Coffee.’ 


The examiner has objected to the lining of the scroll for blue, 
in accordance with the chart for draftsmen, in view of the fact 
that applicant has stated that color was not claimed and has 


refused to describe the color. 
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Registration was refused in view of the marks registered to 
Tillmann & Bendel, certificate No. 33,650, October 31, 1899, and 
to Consumers’ Coffee Co. of N. O. Lmtd., certificate No. 58,- 
636, December 18, 1906. 

The examiner's objection to the conventional lining upon the 
scroll was clearly correct. Applicant should either describe his 
mark as having the scroll colored blue or should omit the lining. 
The latter could be done either by representing the scroll in 
solid color, leaving the letters as they now are, or by omitting 
the lining entirely and presenting the letters in black. This 
ruling is in accordance with the holding in ex parte M. Zimmer- 
man and Company (127 O. G., 1991). 

The mark of the Consumers’ Coffee Co. consists of the word 
“Sunshine.” The word “Sunbeam” appearing in the mark sought 
to be registered clearly so nearly resembles the word “Sunshine”’ 
that their contemporaneous use upon goods of the same de- 
scriptive properties is lable to cause confusion in the mind of 
the public and deceive purchasers. The registration was prop- 
erly refused upon this ground. 

The mark to Tillmann & Bendel was properly cited, for un- 
der the decision in alter Baker & Company Limited v. Harri- 
son (138 O. G., 770; 32 App. D. C., 272) coffee and cocoa are 
goods of the same descriptive properties, and the halo in the 
registered mark is clearly similar to the so-called “sunburst” 
of applicant. In the registration of Tillmann & Bendel it is 
stated that the word ‘“Tillmann” and all the words appearing 
on the drawing are non-essential, the essential feature being 
the representation of a halo.” 


The decision of the examiner of trade-marks is affirmed. 


Ex PARTE, WAYNE PouLtry Tonic Co 
(164 O. G., 251.) 
February 16, iort. 
A PPLICATION—DRAWING—ELIMINATION OF ARBITRARY FEATURES 


An applicant will not be permitted to modify the mark originally 
shown in the drawing by the elimination of a fanciful, arbitrary, and 
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salient feature thereof, unless there be filed a disclaimer of s 
ture, verified by the applicant. 





Messrs. Taylor c& Hulse and Messrs. Steuart & Steua 
the applicant. 





TENNANT, Assistant Commissioner.—This is an appeal 
the decision of the Examiner of Trade-Marks refusing to regis- 












ter the words “Little Red Hen” as a trade-mark for a poultry- 
tonic. 

Registration is refused in view of the registered trade-mark 
of the Pratt Food Co. for a roup cure. No. 45,645, on August 
25, 1905, which is described in the statement of the registration 
as consisting of— 







the pictorial representation of a hen against a serrated seal bearing the 
words “Pratt’s Roup Cure.” 


It is contended in behalf of the appellant, first, that the 






ture of a hen is not a trade-mark owned and in use by anothe 
second, that the picture of a hen is not claimed as a trade- 


mark by registrant except in combination with other features 


















and that it is probable that the picture of the hen could 
be claimed in this combination, since the picture is mere] 
scriptive of the goods; third, that the picture of the hen is not 
owned by the Pratt Food Co., because this picture is common 
property of every citizen and can be used by every mat 
turer of poultry foods and should not be made the exclus 
property of anybody. 

It is to be noted at the outset that the mark now claimed 
sists merely of the words “Little Red Hen.” The specimens. 
however, originally filed show the picture of a hen print 1 
red surrounded by a red circle upon which is printed the rds 
“Little Red Hen Poultry Tonic.” The drawing filed wit 
original application included the entire pictorial representation 
above described, and by amendment a description was inserte 
setting forth that the trade-mark adopted and heretofore use: } 


the applicant and shown in the accompanying drawing- 


consists of the pictorial representation of a hen and the circular 
printed in red 





a 
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Subsequently by amendment and apparently following the cita- 
tion of references the representation of the hen and the circle 
which included the same were eliminated, the illustration of the 
mark as shown in the drawing being confined to the words “Lit- 
tle Red Hen.” 

It is presumed that this amendment was incorporated by the 
Examiner under the practice announced by the Court of Appeals 
of the District of Columbia in the case in re Standard Under- 
ground Cable Company, (123 O. G., 556; 27 App. D. C., 320,) 
in which the court held that the Comm‘ssioner could not desig- 
nate the essential features shown on the specimens furnished by 
an applicant, and which constitute the applicant's mark. The 
court said: 


1 


t does not seem to us that it 


is to be presumed that the specimens are 
to be furnished in order that the Commissioner of Patents 


may pass 
upon the question as to how 


much of the matter which appears upon the 


specimens constitute the mark. Nowhere in the act do we find any 
power vested in the Commissioner of Patents to decide for the applicant 
the scope of his claimed trade-mark. The Commissioner is vested with 
power to determine, in the first instance, whether the mark as described, 
shown and claimed, is subject to appropriation by the applicant and may 
satisfy himself as to whether the trade-mark has been actually used 

interstate or foreign commerc¢ When he finds that the mark as 
laimed has so been used, it is not for him to turn to the specimen, if one 
re required by him, and, seeing other matter than the mark claimed, 


shown on the specimen, require applicant to add any such matter 


The facts in the case in re Standard Underground Cable Com- 
pany, supra, differ materially from those in the present case. 
for in that case the applicant asserted in its application as or 
iginally filed that its trade-mark consisted in the word “Eclipse,” 
while the specimens filed by it showed the word “Eclipse” as 
printed upon a dark background representing a partial solar 
eclipse, whereas in the present case the applicant in its original 
application for registration asserted that the trade-mark adopted 
and used by it was shown in the accompany drawing, in which 
the picture of the hen and the surrounding circle, both in red, 
were shown in addition to the words “Little Red Hen.” The 
declaration of this application contains a statement under oath 
that 


the drawing truly represents the trade-mark sought to be registered 


and 
that the specimens show th 


e trade-mark as actually used upon the goods 
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The amendments canceling the circular band and the repre- 
sentation of the hen were directed by the attorney without any 
special authorization on the part of the applicant other than that 
contained in the formal power of attorney. 


While it is not questioned that an applicant has the right, as 
stated in re Standard Underground Cable Company, supra, to 
designate the device shown in his specimens which he regards as 
his trade-mark, it is believed that a material modification of 
that mark, such as was made in the present case, should not 
be permitted unless under special authorization by the applicant 
in the form of an affidavit setting forth facts showing that the 
modified mark is in fact considered by him to be his trade-mark. 

In the case of John Rutgert Planten v. Canton Pharmacy Com- 
pany (143 O. G., 1113; 33 App. D. C.. 208) the court of appeals 
said: 


The first question for determination involves the correctness of the 
Commissioner’s ruling to the effect, that a party may segregate his trade 
mark, and, by registering each of its features separately, thereby prevent 
the registration by another of any particular part of the mark as actually 
used notwithstanding that such registration and use by another would 
cause no confusion to the trade and no prejudice to the first registrant, 
The statement of the proposition, we think, carried its own refutation 
A firm may have one or a dozen marks, but, owing to the nature and 
object of trade-marks, it seldom happens that more than one mark is 
used by any dealer to designate a particular article. Thus the record 
shows that Planten has used the registered mark to designate the goods to 
which the mark of the application is said to apply. In contradiction 
of the statement in his application he filed with his application not the 
mark of the application but the mark previously registered. The Trade 
Mark Act confers the right of registration upon “the owner of a trade 
mark used in commerce with foreign nations or among the several 
States, or with Indian tribes,” providing the applicant com 
plies with various requirements stated in the act and files a_ verified 
declaration that the conditions entitling him to the benefit of registratio1 
exist. Statutory use of the mark is a prerequisite to the right of regis 
tration. In the Cable Co. case it was merely held that for the purpose 
of registration the applicant may determine of what his mark consists: 
but, having described and shown one thing, he can not, when the exigencies 
of the situation demand, limit his claim to a particular feature of the 
original mark. (Johnson v. Brandau, ante, 298; 139 O. G., 732.) 


By the passage of the Trade-Mark Act Congress did not intend to 
confer upon any dealer the right to register fictitious marks for the 
purpose of limiting and restricting the field of registration of others 
When, therefore, the Commissioner is satistied that the applicant is at 
tempting to register a particular feature of a registered mark, he should 
require evidence that the mark of the application has actually been used 
as a trade-mark. Not having limited his claims in his original applica 
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tion, the applicant can not prove statutory use of the mark of the sec 
ond application by showing such use of the registered mark. In other 
words, proof of the use of the words “Planten’s C & C or Black 
Capsules,” in a case where those words have been registered as a trade- 
mark, does not establish the use of the words “Black Capsules” as a 
trade-mark for the words eliminated from the registered mark, are, 
under the prior application, an essential part of that mark. 

There being no evidence in the record of statutory use of the words 
“Black Capsules” as a trade-mark by Planten, the Commissioner should 
have refused registration to Planten on that ground. 


In the case of Johnson v. Brandau (139 O. G., 732; 32 App. 
D. C., 348) the same court held that while every feature o* a 
mark shown in an applicant’s drawing as filed is essential, a de- 
scriptive word may be omitted and disclaimed. The court said: 


The applicant deliberately selected and carefully designated the trade 
mark having the descriptive word printed in large letters across, and 
partly obscuring the figure of the ass. He thereby made it an actual 
and prominent feature of his trade-mark, claiming the same as an 
entirety. He made all essential, and as we have seen, denied the Com 
missioner’s right to determine that any one was the essential feature, 
and another accessory and subordinate. Under these conditions it was 
not for the Commissioner to say that the word “Asbestos” was an un 
essential feature, and to be regarded as mere surplusage. The regis 
tration, if granted, would show no such exception or qualification on 
its face, and the prima facie right accorded to registration would apply 
to the mark as an entirety as shown in the application and drawing. 

* * * * 

When an applicant describes and illustrates his trade-mark and applies 
for its registration as so described, the Commissioner must likewise con 
sider it in its entirety. We are of the opinion that, in this case, he 
should have denied registration as claimed, giving the applicant, at the 
same time, an opportunity to amend by disclaiming and omitting the 
word objected to. 


For the reasons above stated it is believed that an applicant 
should not be permitted in cases like the present to modify the 
mark originally shown in the drawing by the elimination of a 
fanciful, arbitrary, and salient feature thereof, unless there shall 
be filed a disclaimer of such feature duly verified by the ap- 
plicant. 


This case is remanded to the Primary Examiner for action in 
accordance with the views above expressed. 

Decision upon this appeal is suspended pending the further 
consideration before the Examiner of Trade-Marks. 
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Ex PARTE, E. B. PrEKENBROCK & SONS. 


(164 O. G., 507.) 


/ 


February 23, 1911. 


1. SIMILARITY. OF MArRKs—“Lapy Like” —“THe Lapy Lee SHOE.” 
The words “Lady Like” are properly refused registration for shoes 
in view of the prior registration of the words “The Lady Lee Shoe.” 
2. Descriptive TERM—‘Lapy LIke” For SHOES. 
The words “Lady Like’ as applied to shoes are descriptive of the 
character or quality of the goods, and therefore not registrable as a 
technical trade-mark. 


Me Brown & Hopkins for the applicant. 

Moore, Commissioner.—This is an appeal from the action of 
the Examiner of Trade-Marks refusing to register the words 
“Lady Like” as a trade-mark for leather boots and shoes. 

The registration was refused in view of the registered mark 
of Hollins Sons & Co., Certificate No. 63,730, July 2, 1907. 


The mark of the applicant consists of the words “Lady Like.” 


The registered mark consists of the words “The Lady Lee 


Shoe.” As shown in the registration, the words “Lady Lee” 
appear in heavy black type and have the word “The” there- 
above in smaller type and the word “Shoe” therebeneath also 
in smaller type. 

The action of the Examiner in refusing registration on this 
ground is believed to have been entirely correct. The dis- 
tingtiishing features of the registered mark are the words “Lady 
Lee,” and these words are clearly so similar in sound and ap- 
pearance to the words “Lady Like,” that the:r contemporaneous 
use upon goods of the same descriptive properties would be liable 
to cause confusion in trade. No importance can be attacied to 
the word “The” appearing in the registered mark, since its sig- 
nification is no wise changed by inclusion of this word. 

There is, however, in my opinion another reason why the regis- 
tration of this mark should have been refused—namely, that the 
mark is descriptive of the goods to which it is applied. The 
words “Lady Like” as applied to shoes could obviously mean but 
one thing—namely, that they were shoes suitable for ladies’ 
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wear or shoes having such an appearance that a lady would 
desire to wear them. They would therefore be descriptive of 
the character or quality of the goods to which they are applied. 
The mark is fully as descriptive as the words “The American 
Girl,” of which, in the case of Wolf Bros. & Co. v. Hamilton 
Brown Shoe Co., (165 Fed. Rep., 413) the Circuit Court of 
\ppeals of the eighth circuit said: 

We also think that the name, as applied to women’s shoes is de- 
scriptive merely, viz., shoes manufactured in America and to be worn by 
women, and not an arbitrary or fanciful name to indicate maker; hence 


the name “The American Girl,” applied to shoes, is not the subject of 
a valid trade-mark. 


The decision of the Examiner of Trade-Marks is affirmed. 


CRAVER’'S SON'S v. CONKLIN & SON. 


(165 O. G., 241.) 


March 17 


7, IQI!. 


SIMILARITY OF Marks—“AI” anp “AA”, 

The marks “Ar” and “AA” are so similar that their concurrent use 
upon goods of the same descriptive properties would be likely to 
cause confusion in the minds of purchasers. 

Mr. H. N. Low for Craver’s Sons. 
Messrs. Munn & Co. for Conklin & Son. 


Moore, Commissioner.—This is an appeal by Craver’s Sons 
from a decision of the Examiner of Trade-Marks denying a mo- 
tion to dissolve the interference. 

The motion was brought upon the ground that the marks are 
not so similar as to justify an interference. The mark of E. W. 
Conklin & Son consists of the symbol “AI,” and that of Craver’s 
Sons consists of the letters “AA,” associated with applicant’s 
name and the words “Re-cleaned Timothy.” The marks are ap- 
plied to grass-seed and timothy-seed, respectively. George 
Craver’s Sons are registrants, and E. W. Conklin & Son are ap- 
plicants for registration. 

I am clearly of the opinion that “AI’* and “AA” are so alike 
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that their concurrent use upon goods of the same descriptive 
properties would be likely to cause confusion in the minds of 
purchasers. This is the only question raised by the present ap- 
peal. 

The decision of the Examiner of Trade-Marks refusing to 
dissolve the interference is right and is affirmed. 
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Ex PARTE, THE BiuisH MILLING COMPANY. 








(165° O. G., 248.) 





March 20, Io Il. 








REGISTRABILITY— COPYRIGHT.” 

The word “Copyright” is properly refused registration as a trade- 
mark, since its use would be likely to convey to the mind of the pur- 
chasing public the impression that the goods had received the approval 
of the government. 








Messrs. Taylor & Hulse and Messrs. Steuart & Steuart for 
the applicant. 


TENNANT, Assistant Commissioner.—This is an appeal from 























the decision of the Examiner of Trade-Marks refusing to regis- 
ter the word “Copyright” as a trade-mark for flour. 

Although this alleged trade-mark was presented for registra- 
tion under the ten-year proviso of the act of February 20, 1905, 
the Examiner has refused registration upon the ground that the 
word “Copyright” is not a word to which the applicant can claim 
exclusive right. 

He has pointed out that the Copyright Acts of June 18, 1874, 
and of March 4, 1909, under which prints and labels are copy- 
righted in the United States Patent Office, require that notice of 
copyright of a print or label shall be given by the use of the 
word “Copyright” and name of the owner and date of copy- 
right. He therefore held that this alleged mark is not entitled 
to registration, in view of the principle announced in the de- 
cision of the Court of Appeals of the District of Columbia in 
re Cahn, Belt & Company, (122 O. G., 354; 27 App. D. C., 173,) 
in which the court said: 
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The applicants’ mark would not be a mark within the meaning of this 
last proviso to section 5, because it was not in actual and exclusive use 
as a trade-mark for ten years next preceding the passage of this act. 

The application in this case admits that the mark we are now con- 
sidering is a simulation of the arms or seal of the State of Maryland, 
with variations it is true, but still a simulation of the coat-of-arms of 
Maryland. The coat-of-arms of Maryland was never in the exclusive 
use of the applicants during any period, nor could the applicants ever 
acquire an exclusive use as a trade-mark of the State coat-of-arms. 
In the sense of this proviso, the applicants had the actual but never had 
the exclusive use of this simulation of the Maryland coat-of-arms, and 
for this reason the appellants’ trade-mark sought to be registered does not 
come within the last proviso of the fifth section. The appellants never 
could acquire such property right in the coat-of-arms of Maryland, or 
any simulation thereof, against the State of Maryland. 


Reference is also made by the Examiner to the decisions of 
the Commissioner in the cases of ex parte Alart and McGuire, 
(131 O. G., 2145,) in which registration is refused of a mark 
containing “Guaranteed under the Food and Drugs Act, June 
30, 1906,” and ex parte United States Sanitary Manufacturing 
Company, (137 O. G., 227,) in which registration of the letters 
“U.S.” was refused. The ground of rejection in such case 
was that the mark claimed would tend to make the public be- 
lieve that the goods upon which the mark was used had _ re- 
ce_ved the official approval of the United States Government. In 
the case of ex parte Sieber & Trussell Manufacturing Company, 
(145 O. G., 1249,) in which the registration of the word “Gov- 
ernment” is refused upon the same ground, the Commissioner 
said: 

Section 28 of the Trade-Mark Act requires that notice be given to the 


1 


public that a trade-mark is registered either by affixing thereon the 
words “Registered in U. S. Patent Office” or an abbreviation thereof. 
The association of the words constituting this notice, together with the 
word “Government,” on the mark would be apt to mislead the public 
into the belief that not only is the mark registered in the United States 
Patent Office, but that the goods have received the approval of the Gov- 
ernment 


In the brief filed on behalf of the appellant the reasons for the 
adoption of the word “Copyright” as a trade-mark by The 


Blish Milling Company are stated as follows: 


Prior to 1883 the predecessors in business of the applicant manu- 
factured flour under the old bur process \bout this time the modern 
method of making flour by rolls came into use. Flour made by rolls 
was called “Patent Flour” to distinguish it from the flour made under 

° 
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the old bur process, and all roller-mills began marking their flour with 
the word “Patent,’ for example—‘Doe’s Patent,’ “Roe’s Patent,’ 
“Blish’s Patent,” etc. About this time the predecessors in business of 
the applicant conceived the idea of using the word “Copyright” as some 
thing novel and uncommon, and being a change from the word “Pat 





















ent,” which was universally used by other manufacurers of flour 
The appellant has called attention to the fact that in the case 

of Loft v. Stevens Lithographing ¢> Engraving Co., (38 Fed. . 

Rep., 28) in a suit for penalty for inserting a false notice of 

copyright, it is asserted that the penalty is not recoverable for | 

placing the notice on an article that can not be copyrighted. In 

that case the court said: . 






The law is designed to guard against deception and no one is de 
ceived when the word “Copyright” is placed upon an article that can 
not be copyrighted, such as a kitchen-stove, etc 





While the appellant denies any intention upon the part of hs 
predecessors in the business to deceive or defraud the public 
in the selection and use of the word “Copyright” for a trade 
mark for flour, it is quite obvious that the term was adopted 
to obtain whatever mystical influence might be carried by a word 
used to designate articles protected by the United States Gov- 
ernment. 

The appellant apparently recognizing the force of the Ex 


aminer’s objection, states in his briet 






While it may be possible that no one should be permitted to register 
the word “Copyright” as a technical trade-mark, it is believed that if 
this word is used upon goods which are not the subject of copyright 
for a sufficient length of time to enable the applicant to make the aff 
davit under the ten-year proviso, that registration should ‘te permitted 
as a matter of course. 



















The force of this argument is not at all conclusive, for it 
is manifest that if the term “Copyright” is not capable of being 
exclusively appropriated by the applicant, and especially if its 
use would have a tendency to deceive purchasers in the belief 
that the merchandise was subject to Government protection, the 
exclusive use of the term as a trade-mark for ten years could 
not confer the right of registration upon it. It must there- 
fore be concluded that the word “Copyright” is proh bited 
registration as a trade-mark under the ruling of the Court of 
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Appeals of the District of Columbia, in re Cahn, Belt & Com- 
pany, supra. 

It is also held that registration of this trade-mark should 
not be allowed for the reason that the use of this word, to- 
gether with “Registered in the United States Patent Office” 
or “Reg. U. S. Pat. Off.,” would be likely to convey to the 
mind of the purchasing public the fact that the merchandise 
upon which this mark is used had received the official approval 
of the United States Government. 

Finally, it may be stated that the registration of the word 
“Copyright” as a trade-mark would place in the hands of the 
registrant a means by which he could prevent, or at least harass, 
registrants of labels. Under the Copyright Acts of 1874 and of 
1909 labels are registered in the United States Patent Office. In 
order to maintain suit under the Copyright Acts, it is required 
that notice of copyright of a label shall be given by the use 
of the word “Copyright,” the date of the copyright, and the 
name of the owner printed upon such label. It is obvious, there- 
fore, that 1f other parties have copyrighted fanciful labels used 
in connection with flour and have placed upon such labels the 


required copyright notice they might at least be charged w th 
infringing the applicant’s trade-mark and possibly put to the 
expense of a suit in defense of their legal rights. 


For each of the reasons above given it is held that the action 
of the Examiner of Trade-Marks refusing to reg-ster the word 
“Copyright” as a trade-mark for flour was right. His decision 
is accordingly affirmed. 


E.x PARTE, ACKER, MERRALL & Conpit COMPANY. 
(165 O. G, 473.) 
March 28, IgII. 
GEOGRAPHICAL TERM—‘“CELTIC.” 
The word “Celtic” as a trade-mark for tea is not geographical and 


is a registrable trade-mark 


Messrs. Wise & Lichtenstein for the applicant. 
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Moore, Commissioner.—This is an appeal from the decision of 
the Examiner of Trade-Marks refusing registration of the word 
“Celtic” 


ACh SO A SSID 


as a trade-mark for tea. 








Registration was refused on the ground that the word is geo- 
graphical in significance and descriptive as applied to tea. In 
support of his conclusion that the word is geographical he cites 


ee ee 


cases in which “Nubia,” “Roman,” “Santosa,” “Grecian,” and 
“Orient” have severally been held geographical and unregistrable 


under section 5 of the Trade-Mark Act. 

























Of these the words “Nubia” 
closest analogy to the mark which applicant seeks to register in 
that they do not signify any definite political division. These 


and “Orient” seem to bear the 


words, however, are believed to be clearly distinguishable in 
character from the word “Celtic.” ‘‘Nubia” is well understood 
to refer to a region south of Egypt and bordering on the Red 
Sea. The word “Orient” is commonly understood to refer to 
that region including Turkey, Persia, Egypt, India, etc. Both 
of these words therefore clearly refer to particular sections of 
the globe. This is not true of the word “Celtic.”” The Examiner 
of Trade-Marks has stated that the word “Celtic” refers par- 
ticularly to Ireland; but there seems to be no authority to sus- 
tain this view. The word “Celtic” is defined in the diction- 


aries “as pertaining to the Celts or their language,” and the word 
“Celt” is defined in the Century Dictionary as follows: 





A member of one of the peoples speaking languages akin to those 
of Wales, Ireland, the Highlands of Scotland, and Brittany, and con- 
stituting a branch or principal division of the Indo-European family 
Formerly these people occupied partly or wholly, France, Spain, northern 
Italy, the western parts of Germany, and the British Islands. Of the 
remaining Celtic languages and peoples there are two chief divisions, 
viz., the Gadhelic, comprising the Highlanders of Scotland, the Irish, 
and the Manx, and the Cymric, comprising the Welsh and Bretons. 





The word therefore appears to relate to a race or tribe of people 
of migratory habits or to the language of such people. So far 
aS appears it has never been applied to a geographical division 
of the earth, political or otherwise. 


The objection that the word is descriptive as applied to tea 
is based upon the holding that the word is geographical in signifi- 
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cance, as appears from the following statement in the Examiner's 
answer to this appeal: 


It is further pointed out on the label that applicant’s tea is blended 
according to an original Irish formula by Irish experts. This word, 
therefore, is also used descriptively ; it indicates a tea blended in Ireland 
or by an Irish expert. 

This objection therefore falls with that above discussed. 

| am unable to conclude that the word is either geographical 
or descriptive of the goods within the meaning of the Trade- 
Mark Act. 


The decision of the Examiner of Trade-Marks is reversed. 


PARTE, FORTUNA AND MAGRO. 


G., 473.) 


February 10, IQIl. 
I. SIMILARITY OF MArRKs 
\ mark consisting of an ornamental panel, having in the center thereof 
the representation of a lion, surrounded by a smaller ornamente 1 parel 
and with the words “Lion Brand,” and “Illeone,”’ respectively, above 
and below it, is properly refused registration in view of the prior 
registration of a mark consisting of the representation of a lion ram- 
pant upon a shield, surrounded by a circle and the words “Puritas et 
Cara SS. FP. & Co.” 
2. Goons OF THE SAME DescripTivE PROPERTIES 


Olive-oil and cotton-seed o1l for culinary purposes are eoods of 
the same descriptive properties 


Me Alexander & Dowell for the applicants. 


TENNANT, Ass'stant Commissioner.—This is an appeal from 
the decision of the Examiner of Trade-Marks refusing to register 
applicants’ mark on the ground that it so nearly resembles cer- 
tain registered marks as to cause confusion in trade and tend to 
deceive the purchasing public. 

A question as to the form of the statement has also been 
raised on this appeal, and to it reference will first be made. In 
response to a requirement of the Examiner that a description of 
the mark be inserted in the statement a description thereof has 


been submitted and ordered to be entered after line 10. It ap- 









THE TRADE-MARK REPORTER 


142 


pears from applicants’ brief that he meant line 10 exclusive of 
the preamble “To all whom it may concern,” thus bringing the 
insertion at the end of the first paragraph. The Examiner has 
required that the description be inserted after the words “ac- 
companying drawing” in the preceding line, and in order that the 
paragraph may then read grammatically when there inserted he 
has further recommended certain changes in the introductory 
clause of the description. 





























The Examiner's requirement relates to a formal matter which 
is properly reviewable upon petition rather than upon appeal, 
and then only after the requirement has been made final by the 
Examiner. It appears that in this instance applicants have not 
furnished the Examiner with the reasons for objecting to the 




















requirement. Inasmuch, however, as the case is necessarily be- 








fore me on another question and in view of the fact that this 
point has been discussed both in the Examiner’s statement and 
the brief on behalf of applicants it will be disposed of in order 
to prevent unnecessary delay. 














The only reason given by the Examiner for insisting upon 
the requirement is that it is customary to have the description 








follow the words “accompanying drawing” and that persons ex- 
amining trade-mark certificates would not know where to look 
for the description of the mark if not invariably inserted at the 



















same place. The place at which applicants request the insertion 
to be made is only one line from the point at which the Examiner 
desires it to be entered, and it is not apparent that any difficulty 
should be experienced in finding a description so inserted. Since 
the description is somewhat long, in this instance it appears that 
it is rather in the interests of clearness that it should occupy a 
separate sentence. The requirement of the Examiner on this 
point is therefore overruled. 

The mark for which registration is sought consists of an or- 
namental panel with the representation of a lion in the center 
thereof, surrounded by a smaller ornamental panel with me- 
dallions at the corners, and the words “Lion Brand” and “Ille- 
one,” respectively, above and below the figure of the lion. The 
mark is applied to olive-oil. 


The registered marks upon which the registration has been 
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refused are those to Whitman Brothers, June 3, 1890, No. 17,988; 
Chaffard & Couderc, December 6, 1898, No. 32,201. 

The mark of Chatfard & Coudere consists of the representation 
of a lion rampant upon a shield surrounded by a circle and the 
words ‘“Puritas et Cura S. S. P. & Co.” This mark, like ap- 
plicants’, is applied to olive-oil. While applicants’ mark, as shown 
on the drawing, presents a much more elaborate appearance, it 
can not be doubted that the predominating feature is the figure of 
the lion. Furthermore, from certain circu'ars filed on this ap- 
peal it appears that applicants’ goods are in fact known as the 
“Lion Brand.” In view of these facts it is believed that the con- 
temporaneous use of applicants’ mark and that of Chaffard & 
Coudere upon olive-oil would be likely to cause confusion in the 
mind of purchasers. 

Applicants have objected to the citation of the mark of Whit- 
man Brothers on the ground that it is to be applied to cotton-seed 
oil and that this is not goods of the same descriptive properties 
as Olive-oil. In support of this contention they c te the decision 
in the case of Brina v. United States, (179 Fed. Rep., 373,) in 
which it was held that salad-oil primarily meant olive-oil. It is 
to be observed, however, that the Whitman mark is applied to 
cotton-seed oil for culinary purposes, and assuming that it is not 
intended for use as a salad-oil it is still believed that the Examiner 
was right in holding that these were goods of the same descrip- 
tive properties. The mark in this instance consists of the sten- 
ciled representation of a Kon, and it is believed that registra- 
tion should be refused in view thereof for reasons similar to 
those above given. 

The decision of the Examiner refusing to register the mark 
is affirmed. 


Wma. A. Coomss MiIttinc Company v. BARBER MILLING Com- 
PANY, 


(165 O. G., 729.) 


April 7, 19rt. 


:. IN TERFERENCE MOTION or Drssort TION. 
] 


When on a motion t issolve an interference, the examiner of trace 
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marks holds that the question raised can not be decided on such a 
motion, he should dismiss the motion. 
2. GROUND FoR DissoLUTION—CONSIDERED AT FINAL HEARING. 

The question whether there has been such a deceptive use of the 
mark by one of the parties as to bar his right to registration, is not 
one to be determined on a motion for dissolution. 

3. Deceptive Use—Consiperep AT FINAL HEARING. 

Where an interference involves a registration and an application for 
registration, the question of the deceptive use of the mark by the 

registrant can be raised at final hearing. 





Mr. F. F. Reed, Mr. E. S. Rogers, and Mr. Francis \. 
r Wm. A. Coombs Milling Company. 

Mr. William Furst and Messrs. Herrick & Herrick for Barber 
Milling Company. 
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sILLINGS, First Ass.stant Commissioner.—This is a petition 
fled in behalf of the Wm. A. Coombs Milling Company ‘rom 
the action of the Examiner of Trade-Marks refusing to det 
mine the merits of a motion for dissolution. 

The motion before the Examiner of Trade-Marks was as { 
lows: 





\nd now comes the W. A. Coombs Milling Company, by its attorn« 
and moves that this interference be dissolved, for the reason that 

specimens upon which the Barber Milling Company’s resignation is based 
are deceptive in that they set forth that the goods are manufactured by 
the Cascade Milling Company, whereas the registrant claiming the mark 
is the Barber Milling Company. 





The Examiner of Trade-Marks in his decis‘on took the ground 
that the question raised in the motion should be determined either 
by cancellat‘on proceedings brought under Section 13 of the 
Trade-Mark Act or else by the Examiner of Interferences on 
final hearing of the present case. The Examiner concluded his 


decis.on in the following language: 





Whether the specimens upon which the Barber Milling Company's 
resignation is based are deceptive is therefore not determined 

The motion is denied. 

Limit of appeal from this decision is set to expire March 27, IgII. 


m/s 





On motion subsequently brought this limit of appeal was fur- 
ther extended. 

It is proper to here state that the Examiner of Trade-Marks 
should dismiss the motion when he refuses to determine the ques- 
tion presented and not set a limit of appeal. 
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It appears from the record that the Barber Milling Company 
is a registrant and that the specimens filed by that company with 
its application for registration set forth that the goods upon 
which the trade-mark was applied were manufactured by the 
Cascade Milling Company. There is also of record in this in- 
terference an affidavit of E. R. Barber stating that he is the 
pres'dent of the Barber Milling Company, and setting forth the 
fact that the Barber Milling Company and the Cascade Mill- 
ing Company are one and the same concern and that the Bar- 
ber Milling Company uses the name Cascade Milling Company 

for trade purposes occasionally.” 

While it is true that the record as made up may raise the pre- 
sumption that the specimens filed with the Barber Milling Com- 
pany’s application for registration are deceptive because of mis- 
branding, yet | am constrained to hold that the question pre- 
sented by the petitioner should not. be determined on a motion 
to dissolve the interference. 


The senior party, the Barber Milling Company, is a registrant. 


The motion could be granted only on the ground that the regis- 


tration is invalid. 

In the recent case in re J. Fred Wilcox & Co., (162 O. G., 
539, ) decided by the Court of Appeals of the District of Columbia, 
the appellant was seeking registration for a trade-mark, notwith- 
standing a prior registration as a technical trade-mark, which, it 
was argued, should not be held a bar for the reason that the 
registered mark was in fact descriptive. The court said: 


For the purposes of this case we must assume that it was properly 
registered. Section 13 of the Trade-Mark Act of February 20, 1905, 
(33 Stat., 724,) allows any person who shall deem himself injured by the 
registration of a trade-mark in the Patent Office to apply to the Com- 
missioner of Patents to cancel such registration. In such a proceeding 
the registrant is entitled to be heard, and either party may appeal to 
this court. The statute having pointed out the procedure to be followed 
when the registration of a trade-mark is to be challenged, the statutory 
remedy must be pursued. If appellant’s contention should be sustained 
it would be possible, in an ex parte case like the present, to strike down 
the registration of a mark without giving the registrant an opportunity to 
be heard. Section 13 was enacted to prevent such a result. 


In the case of in re J. Fred Wilcox & Co., supra, no inter- 


ference was declared for the reason that the applicant’s alleged 
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date of use was subsequent to the date of the registration and the 
applicant dd not allege abandonment of the trade-mark by the 
registrant. 

[t is believed that the court, in stating tat the remedy pro- 
vided by law under such conditions was to be found in section 
13 of the Trade-Mark Act, did not mean to exclude the right 
of an applicant who is a party to an interference from con- 
tending for his right of registration at final hearing, notwith- 
standing the prior registration of the opposing party. This seems 
clear for the reason that section 7 of the Trade-Mark Act pro- 
vides in part as follows: 

Whenever application is made for the registration of a trade-mark 
which is substantially identical with a trade-mark appropriated to goods 
of the same descriptive properties, for which a certificate of registration 
has been previously issued to another, * * * as, in the opinion of the 
Commissioner, to be likely to be mistaken therefor by the public, he may 
declare that an interference exists as to such trade-mark, and * * * he 
shall direct the Examiner in charge of interferences to determine the 
question of the right of registration to such trade-mark, * * * in such 


manner and upon such notice to those interested as the Commissioner 
may by rules prescribe. 


The same section provides that the Commissioner may regis- 
ter the mark if he finds the applicant entitled to registration. 
(In re Herbst, 141 O. G., 286, 287; 32 App. D. C., 2 

It is held, however, that the question raised by the petitioner 
in this case should not be decided by the Examiner of Trade- 


» 505.) 


Marks on motion, but should be urged at final hearing after op- 
portunity has been given both parties to present testimony with 
the r-ght of cross-examination. As stated by the court in the 
case of in re J. Fred Wilcox & Co., supra, the registrant should 
have an “opportunity to be heard.” Merely to have the right to 
be present in person or by counsel at the hearing on motion and 
argue the case is not granting the registrant the “opportunity to 
be heard.” 

It is believed that in such cases the registrant should have an 
opportunity to present witnesses in support of his case and to 
cross-examine the witnesses of his opponent. It is only upon a 
record so made up that a just decision can be rendered, and until 
such a record is presented the registrant has not had “an op- 
portunity to be heard” within the contemplation of the court. 

The petition is dented. 
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